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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Giinter Waitl et al. Art Unit : 

6,946,714 Examiner : 

September 20, 2005 
10/439,695 
May 16, 2003 

SURFACE MOUNTING OPTOELECTRONIC COMPONENT AND METHOD 
FOR PRODUCING SAME 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

REOUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM 

1 . Pursuant to 37 CFR §1 .510, this is a request for ex parte reexamination of U.S. 
Patent No.6,946,714, issued September 20, 2005, on behalf of the patent owner, OSRAM 

gmbh; 

2. The name and address of the person requesting this reexamination are: Marc M. 
Wefers, Fish & Richardson P.C., 225 Franklin Street, Boston, MA 021 10. 

3. A check in the amount of $2520 is enclosed to cover the reexamination fee 
required by 37 CFR §1 .20(c). The Conmiissioner is hereby authorized to apply any other 
charges or credits to Deposit Account No. 06-1050. 

. 4. Any refund should be made to Deposit Account No. 06-1050. 

5. A singled-sided copy of the patent to be reexamined is enclosed as required by 
37CFR§1.510(b)(4). 

6. A copy of any disclaimer, certificate of correction, or reexamination certificate 
issued in the patent is included (there are none). 

7. Reexamination of claims 1-4, 6, 10, and 19-22 is requested. 

8. A copy of every patent or printed publication relied upon is submitted herewith, 
including a listing thereof on Form PTO-1449. 

9. An English language translation of all necessary and pertinent non-English 
language patents or printed publications is included. 
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1 0. The attached detailed request includes at least the following items: 

A. A statement identifying each substantial new question of patentability 
based on prior patents and printed publications as required by 37 CFR §1 .510(b)(1). 

B. An identification of every claim for which reexamination is requested, and 
a detailed explanation of the pertinency and manner of applying the cited prior art to every claim 
for which reexamination is requested as required by 37 CFR §1.51 0(b)(2). 

1 1 . The requestor's correspondence address is shown below. 

Respectfully submitted, 
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225 Franklin Street 
Boston, MA 021 10 
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Commissioner for Patents 
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DETAILED REOUEST FOR REEXAMINATION 



Ex parte reexamination under 37 CFR §1.510 is requested for claims 1-4, 6, 10, and 19- 
22 of U.S. Patent No. 6,946,714 issued September 20, 2005 (hereinafter "the '714 patent") on 
behalf of the patent owner OSRAM GMBH in view of the full English translation for Japanese 
Patent Publication No. 9-8301 8. 

Chain of Title 

OSRAM GMBH is the owner of the '714 patent based on the following chain of title: 1) 
an assignment from the Inventors to OSRAM OPTO SEMICONDUCTORS GMBH & CO. 
OHG, recorded at the United States Patent and Trademark Office at Reel 012412, Frame 0675; 
2) a name change from OSRAM OPTO SEMICONDUCTORS GMBH & CO. OHG to OSRAM 
OPTO SEMICONDUCTORS GMBH (attached as Appendix 1 , which includes a certified 
English translation); and 3) a confirmatory assignment from OSRAM OPTO 
SEMICONDUCTORS GMBH to OSRAM GMBH (attached as Appendix 2). 
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The Claims of the '714 Patent for which Reexamination is Requested 

Claim 1 of the '714 patent is directed to a surface mounting optoelectronic component. 
The surface mounting optoelectronic component includes: (i) a base body having a recess formed 
therein; (ii) an optoelectronic transmitter/receiver arranged in the recess of the base body; (iii) a 
first transparent hardenable casting compound, different from the base body, and provided in the 
recess of the base body; and (iv) an optical device covering the first hardenable casting 
compound and placed into the first hardenable casting compound before final curing of the first 
hardenable casting compound. 

Claim 2 depends fi-om independent claim 1, and requires that the recess includes a ring 
channel surrounding the portion of the recess in which the optoelectronic transmitter/receiver is 
arranged. Claim 21 depends from claim 2, and further requires that the ring channel include at 
least some of the hardenable casting compound. 

Claim 3 depends fi-om independent claim 1, and requires that the base body includes a 
number of seating elements for seating the optical device, with the seating elements being 
arranged at a margin side relative to the recess. 

Claim 4 depends fi-om independent claim 1, and requires that the recess of the base body 
includes inner wall surfaces that are constructed as oblique surfaces and form a reflector. 

Claim 6 depends from independent claim 1, and requires that the optical device is 
configured in a form of a plano-convex convergent lens. 

Claim 10 depends from independent claim 1, and requires that the optical device is 
configured as a ball lens with a diameter that is greater than a diameter or width of the recess in 
the base body. 

Claim 19 depends fi-om independent claim 1, and requires that the optical device 
comprises a second hardenable casting compound. Claim 20 depends from claim 19, and further 
requires the second hardenable casting compound to be at least partially cured before being 
placed onto the first hardenable casting compound. 
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Claim 22 depends from independent claim 1, and further requires that part of the optical 
device is located in the recess. 

Statement Identifying Substantial New Question of Patentability 
This reexamination request is based on the full English translation for Japanese Patent 
Publication No. 9-8301 8 ("the Japanese publication). A copy of the Japanese publication 
(including an English language abstract, but not a fiill translation) was considered by the 
Examiner during prosecution of the '714 patent.. As described in greater detail below, however, 
the full English translation, which was not before the Examiner during prosecution of the '714 
patent, raises a substantial new question of the patentability regarding one or more claims of the 
'714 patent.* Hereinafter reference to "the Japanese publication" will be with respect to the fiiU 
English translation of the document. 

The Japanese publication describes a light emitting diode ("LED") unit suitable for 
mounting on a flat base. As shown in Figure 1 reproduced below, the unit 1 includes a spherical 
lens 2, an LED 3, and a support 4. The support 4 includes contains a lead frame 5 to supply 
voltage to LED 3. A cone-shaped reflective wall 6 formed in support 4 surrounds LED 3. (See 
paragraph [009] of the Japanese publication.) 



* Moreover, 35 USC § 303(a) as amended in 2002 now states that "[t]he existence of a substantial new 
question of patentability is not precluded by the fact that a patent or a printed publication was previously 
cited by or to the Office or considered by the Office." 
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FIGURE 1 



In paragraph [001 1] of the Japanese publication, it further states: 

"In Figure 1, 7 refers to the translucent area above the LED that is enclosed by the 
reflective wall 6. In this embodiment, a specific amount of translucent heat 
resistant epoxy resin is packed into the translucent area 7 to mount the spherical 
lens 2 in a specific position and the spherical lens 2 is joined to the reflector 4A 
without leaving any air bubbles in the translucent area 7." 

Further, in connection with a different embodiment shown in Figures 5A-5C (reproduced 
below), the Japanese publication describes lens 22 having a flange 22B with positioning holes 
22C configured to mate with pins 4C on support 4 to precisely position lens 22 relative to LED 
3. (See paragraph [0017] of the Japanese publication.) 
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FIGURE 5 



Paragraph [0017] of the Japanese pubhcation goes on to state: 

"As shown in Figure 5(C), 9 refers to the overflow slot that prevents resin from 
spilling over from the translucent area 7 while securing the lens 22. It is possible 
to further secure the lens base 22B to the support 4 with cured resin in the 
overflow slot 9." 



1 
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It is possible that one could interpret the cited passages in the full English translation of 
the Japanese publication as disclosing that the lens is placed into the resin in area 7 prior to the 



On the other hand, paragraph [001 7] concludes with the sentence: "It is possible to 
further secure the lens base 22B to the support 4 with cured rosin in the overflow slot 9" 
(emphasis added), which instead suggests that the Japanese publication teaches that lens is 
placed on the resin only after it is cured. 

In view of the above, and pursuant to 37 CFR § 1 .510(b)(2), it is submitted that the 
Japanese publication raises a substantial new question of patentability regarding one or more 
clairns in the '714 patent. 

Detailed Application of the Japanese Publication to the Claims 1-4, 6, 10, and 19-22 
Pursuant to 37 CFR § 1 .510(b)(2), the table below explains how the Japanese publication 
is applied to each of the claims for which reexamination is requested. 



resin being cured, similar to what is claimed in claim 1 . 
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Claims of the '714 Patent 


The Japanese Publication 


riaim 1 




1 . A surface mounting optoelectronic 
component comprising: 


an LED suitable for mounting on a flat 
base" (paragraph [0004]) 


a base body having a recess formed therein; an 

r\'r\frMa1f»r'frr*nif» tran cm i ft P*T/rf*r* PI Vf*r 51TT51TI QPn in 
UpiOClC/CLIUlllw u aiioiiiiiid/ 1 CL'Ci vc/1 axioii^^u iii 

the recess of the base body; 


-Figure 1 and paragraph [0009], specifically, 
T FF) ^ <;nnnort 4 reflective wall 6 and area 7 
-see also Figure 5A-5C, paragraph [0017] 


a first transparent hardenable casting 
compound, different fi-om the base body, and 

•nff\\A/\^f\ IT* frif* fpopcc r\T fnp r*nQf* rir^fiv* Jinn 
prUVlUCU 111 lllC ICLfCaa yjl LllC Uddv UUVJjf, aiiU 


-"epoxy resin" described in paragraphs [001 1] 
and shown in area 7 of Figure 1 
-<;pe a1<;n narapranh FOOl 71 with reference to 
Fiefure 5C 


an optical device covering the first hardenable 
casting compound and 


-spherical lens 2 in Figure 1 and described in 
paragraphs [0009] and [001 1] 
-lens 22 in Figures 5A-5C and described in 
paragraph [0017] 


r^lnrpH intn tVip firct Viarflpnablf* Pfl^tino" 

compound before final curing of the first 
hardenable casting compound. 


-Figure 1 and naraeraoh fOOl 11, and Figures 
5A-5C and paragraph [0017], as described in 
the "Statement Identifying Substantial New 
Question of Patentability" section above. 


Claim 2 




2 The surface mounting ODtoelectronic 
component as claimed in claim 1, wherein the 
recess comprises a ring channel surrounding 
the recess. 


-slot 9 in Figure 50 and described in paragraph 
[0017] 

-there appears to be no disclosure that that slot 
is a "ring channel" as claimed 


Claim 3 




3 . The surface mounting optoelectronic 
component as claimed in claim 1, wherein the 
base body comprises a number of seating 
elements for seating the optical device, the 
seating elements being arranged at a margin 
side relative to the recess. 


-pins 4C in Figure 5C and described in 
paragraph [0017] 



Applicant 
Patent No. 
Issue Date 
Serial No. 
Filed 
Paee 



Giinter Waitl et al. 
6,946,714 

September 20, 2005 
10/439,695 
May 16, 2003 
7 of 9 



Applicant : Giinter Waitl et al. Attorney Docket No.: 12406-105RX2 / 1997P6453 

Patent No. : 6,946,714 US Nl - Re-Exam 

Issue Date : September 20, 2005 

Serial No. : 10/439,695 

Filed : May 16, 2003 

Page : 8 of 9 



Claim 4 




4. The surface mounting optoelectronic 
component as claimed in claim 1, wherein the 
recess of the base body comprises inner wall 
surfaces that are constructed as oblique 
surfaces and form a reflector. 


-cone shaped reflective wall 6 in Figure 1 and 
described in paragraphs [0009] and [0010] 


Claim 6 




6. The surface mounting optoelectronic 
component as claimed in claim 1, wherein the 
optical device is configured in a form of a 
plano-convex convergent lens. 


-lens 22 in Figures 5A-5C and described in 
paragraph [0017] 


Claim 10 




10. The surface mounting optoelectronic 
component as claimed in claim 1 , wherein the 
optical device is configured as a ball lens with 
a diameter that is greater than a diameter or 
width of the recess in the base body. 


-spherical lens 2 in Figure 1 and described in 
paragraph [0009] 


Claim 19 




19. The surface mounting optoelectronic 
component as claimed in claim 1 , wherein the 
optical device comprises a second hardenable 
casting compoxmd. 


-"spherical lens 2 is formed of a heat resistant 
translucent resin" (paragraph [001 1]) 


Claim 20 




20. The surface mounting optoelectronic 
component as claimed in claim 19, wherein the 
second hardenable casting compound is at least 
partially cured before being placed onto the 
first hardenable casting compound. 


-"spherical lens 2 is formed of a heat resistant 
translucent resin ... to produce a specific 
radius r" (paragraph [001 1]) 


Claim 21 




21. The surface mounting optoelectronic 
component as claimed in claim 2, wherein the 
ring channel comprises the hardenable casting 
compound. 


-"It is possible to fiirther secure the lens base 
22B to the support 4 with cured resin in the 
overflow slot 9" (paragraph [0017] with 
reference to Figures 5A-5C) 


Claim 22 




22. The sxirface mounting optoelectronic 
component as claimed in claim 1 , wherein part 
of the optical device is located in the recess. 


-spherical lens 2 in support 4 in Figure 1 
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Conclusion 

Ex parte reexamination of claims 1-4, 6, 10, and 19-22 of the '714 patent are requested in 
view of the Japanese publication. A check for $2520 is enclosed to cover the reexamination fee. 

Please apply any other charges or credits to deposit account 06-1050, referencing 12406- 
105RX2. 

Respectfully submitted. 
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F&RRcfciwceNo. 12406-105XXX 



SUPPLEMENTAL CONFIRMATORY ASSIGNMENT 



The Effective Date of this Assignment is September 30, 2003. 
WHEREAS, Osram Opto Scmiconduciore GmbH, e Gcmuan coiporation with 
headquarters located at Wemerweifctrassc 2, 93049 Regensburg, Germany O^ereinaftei 



Appendix A (&c ^TATENT APPUCATI0NS7, 

WHEREAS, OSIU^ GniBH, a German corporation with beadquartm 

Hellabnmner Strasse 1, 81536, Munich, Germany, (hereinafter "ASSIGNEE"), was 
desirous of acquiring an interest in and to the PATENT APPLICATIONS, Including any 
arid all Letters Patent of the United Sutes that may be obtuned therefor; 

NOW, THEREFORE, be it known that, pursuant to the terms of a contract 
entered into between ASSIGNOR and ASSIGNEE on September 30, 2003, for good and 
valuable consideration recited therein and paid by ASSIGNEE to ASSIGNOR, ttte 
receipt of which is hereby acknowledged, ASSIGNOR has sold, assigned and 
transferred, and by these presents does herAy confirm fhal, as of the Effective date, 
ASSIGNOR did sell, assign and transfer unto ASSIGNEE, its legal representatives, 
successors and assigns, its entire right, title and interest in and to the PATENT 
APPLICATIONS, the same interest to be held by ASSIGNEE, its legal rcprcscnutivcs, 
successors and assigns, to the fHill end of the term for which Letters Patent may be 
granted or may be reissued or extended, as fully and entirely as the same would have 
been held by ASSIGNOR had this assignment and sale not been made. 

Furthermore, pursuant to the agreed-upon intent of ^ September 30, 2003 
contract, ASSIGNOR explicitly confirms that this Con&rmatpry Assignment extends to 
any continuation, division, renewal, substitute, re-exammatiotu or reissue of the 
applications listed in Appendix A, and that ASSIGNOR'S entire right, title and interest 
in any such continuation, division, renewal, substitute, re-examlnation, or reissue of the 
applications listed in Appendix A is tt) be held by ASSIGNEE, its legal representatives, 
successors and assigns, to the full end of the term for which Letters Patent may be 
granted or may be reissued or extended, as fully and entirely as the same would have 
been held by ASSIGNOR had this assignment and sale not been made. 



ASSIGNOR*0, was ihe owner of an interest in each patent application listed in 
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maybe recorded in the official records of ihc United States Patent and Tradcmaik Office. 
The undersigned is authoiized to a^t on behalf of ASSIGNOK 
Thh document contains 3 pages (i^icluding a I -page Appendix A). 
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